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Appln. No.1 0/805,337 

Pre-Appeal Request, dated February 25, 2009 
Reply to Office Action of November 26, 2008 

REMARKS 

This is a request for review of the examiner's rejection of all of the claims 
of this application based upon clear error in facts and the omission of essential 
elements required to establish a prima facie rejection. 

The latest action by the examiner states that claims 9, 1 1 and 1 2 are 
rejected under 35U.S.C.103 as being unpatentable over Alden (WO '541 A1) in view of 
Welschlau (U.S. Pat. '898), Spann (U.S. Pat. '361) and Loffler (U.S. Pat. 746). 
Although it is not a final rejection, the claims have been twice rejected, therefore an 
appeal is timely. 

The deficiencies of Alden, Welschlau and Spann are adequately set forth 
in the Request for Reconsideration of June 23, 2008. Specifically, Alden does not relate 
to "manufacture of corrugated board", see the Request for Reconsideration, the 
paragraph bridging pages 2-3, he does not recognize any shrinkage problems that may 
arise from the manufacturing process of corrugated board or how to solve the negative 
effects that shrinkage problems have on the printing process, nor does he suggest 
scaling of the printed images due to shrinking, see the paragraph beginning on page 3, 
line 7 of the Request for Reconsideration. 

Welschlau was used by the examiner to make the process of Alden inline 
wherein "the corrugated board is formed and then printed and cut", see page 2, lines 
16-20 of the rejection of Nov. 26, 2008. However, Welschlau is concerned with 
problems arising from non-alignment of the images when two images have to be 
superimposed on one another and how to solve those problems using marks on the 
carrier band, see the paragraph bridging pages 3-4 of the Request for Reconsideration. 
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On the other hand, Alden does neither discuss the need to form corrugated board, nor 
does he relate to printing on continuous, endless webs of material. Thus, one of 
ordinary skill in the art would not be motivated to combine Welschlau and Alden as set 
forth in the rejection, see the paragraph beginning on page 4 of the Request for 
Reconsideration. Also, there is no teaching as to how one would use digital printing in 
an inline process, since Welschlau uses carrier bands that are shifted relative to one 
another and rotary printing cylinders, see the paragraph bridging pages 4-5 and the 
paragraph beginning on line 14 of page 5 of the Request for Reconsideration. See also 
the inventor's declaration of December 3, 2007, numbered paragraph 5. 

Spann was used in the rejection to show that an ink jet printer is 
considered a digital printer and therefore the printer of Alden is a digital printing 
process. However, Spann as well as Alden and Welschlau do not address the issue of 
shrinkage. Further, Spann is not concerned with manufacturing of corrugated board. 
Since Alden does not relate to "manufacture of corrugated board", it is not obvious from 
Alden to use a digital printer in a method for the manufacture of sheets of corrugated 
board. For such a process, a person skilled in the art has previously always used rotary 
printers, as is incidentally also confirmed by the state of the art cited by the examiner. 

Loffler was used in the rejection to allege that it would have been obvious 
"to determine the shrinkage or expansion of the corrugated board by placing marks on 
the board and measuring their spacing downstream using a sensor to determine the 
change in the image size to modify the printing size upstream so that the final image is 
the desired size since Loffler discloses using marks to determine the amount of 
shrinkage or growth in the web so that the image can be altered to compensate for 
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changes in the size of the printed image", see the paragraph beginning on page 3 of the 
rejection. 

However, Loffler neither relates to a method for the manufacture of 
corrugated board nor discloses a digital printer. Loffler relates to a sheet-fed offset 
printing machine that prints on individual sheets by printer 2 and feeds the sheets to the 
dryer 8. The sheet size in Loffler may change due to ink, dampening medium, forces of 
conveying, and the thermal field in the thermo-drying device 8, col. 3, lines 48-52. 
These changes are detected by image detectors 6, 7 before and after the drying station 
8. These data are fed to a signal processing unit 1 6, which controls the temperature of 
the dryer and/or the speed of conveying the sheets, see the paragraph bridging cols. 4- 
5 of Loffler to ensure that the amount of contraction is reduced or remains constant 
during the entire print run, col. 4, lines 6-9 of Loffler. 

The examiner states in the rejection, page 3, lines 7-9, that the "reference 
does not clearly disclose how this compensation occurs, but one in the art would 
appreciate that compensating for the change in size of the printed image would require 
changing the size of the printing" (emphasis added). 

Loffler however does state explicitly what is being changed~it is the speed 
of conveying through the dryer or the drying temperature. The result of the change is to 
reduce the amount of change of shrinkage or to have it remain constant. The device of 
Loffler does not flexibly scale the size of the printed image by the printer inline to 
compensate for the shrinkage that occurs during the manufacturing process as 
specifically claimed in independent claims 9 and 12 because this is not possible with the 
offset printing machine according to Loffler. Although Loffler mentions that "the mean 
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coordinate-dependent changes of the dimensions may be taken into account when 
making the printing form" (column 2, lines 1 to 3), this clearly shows that the printing 
process by Loffler is not a digital one and is not suited for flexible scaling of the printing 
patterns in an inline process. Digitally printing the printing pattern on a web of 
corrugated board in accordance with the determined scaling factors is not possible with 
the printers disclosed by Loffler. 

The examiner has used improper hindsight reconstruction to assert that 
one of ordinary skill in the art would compensate for shrinkage of the board (i.e. "change 
in size of the printed image") by changing the size of the printing. However, Loffler 
teaches away from this method of solving the problem. Instead, Loffler teaches one of 
ordinary skill to reduce or control the shrinkage that occurs. Thus, the asserted 
combination teaches away from the claimed invention. 

For all of the above reasons the review should determine that the rejection 
of the claims is improper and the case should be allowed. 

Respectfully submitted, 

BROWDY AND NEIMARK, P. LLC. 
Attorneys for Applicant(s) 

By /Ronni S. Jillions/ 

Ronni S. Jillions 
Registration No. 31,979 

RSJ:me 

Telephone No.: (202) 628-5197 
Facsimile No.: (202) 737-3528 
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